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DETAILED ACTION 

. Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6-9 are rejected for the following reasons: 

In claims 6 and 8, "nominated bank", "credit", and "required presentation" lack 
antecedent basis. 

Claims 7 and 9 are rejected for their dependency upon rejected claims. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-5 are rejected under 35 U.S.C, 101 because the claimed invention is 
directed to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new 
and useful process, machine, manufacture, or composition of matter, or any new and 
useful improvement thereof 1 (emphasis added). 

Claims 1-5 are rejected under 35 U.S.C. 101, because the claimed invention is 
directed to a non-statutory subject matter. Specifically the method claims as presented 
do not claim a technological basis in the pre-amble and the body of the claim. Without a 
claimed basis, the claim may be interpreted in an alternative as involving no more than 
a manipulation of an abstract idea and therefore non-statutory under 35 U.S.C. 101. In 
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contrast, a method claim that includes in the body of the claim structural / functional 

interrelationship-which-can-on 

technological basis [See Ex parte Bowman, 61 USPQ2d 1669, 1671 (Bd. Pat. App. & 
Inter. 2001) - used only for content and reasoning since not precedential]. 

In order to over come the 101 rejection above, the following preamble is 
suggested: 

-A computer implemented method for — , or something similar. Also, in the body 
of the claim include structural / functional interrelationship which can only be computer 
implemented. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Narayan (US 2004/0088245) in view of Dunlop (US 2002/01 03754). 
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Narayan discloses a method and corresponding system and computer program 
productior-produtingdoajm 

favor of a beneficiary upon application by an applicant, an advising bank advising said 
credit to said beneficiary, and a nominated bank receiving at least one document 
presented under the credit for at least one of payment, acceptance, and negotiation 
(p.2, 26; p.3, 33 to p.4, 35; and p.7, 50); a module and computer readable program 
code logic for storing criteria by which compliance with program conditions may be 
determined, where said program conditions are agreed between said nominated bank 
and an issuing pursuant to which said bank, a module and computer readable program 
code logic for storing criteria by which conformity of said document to stipulated 
documents specified in said credit may be determined, a module and computer 
readable program code logic for receiving said document, a module and computer 
readable program code logic for determining the compliance of said credit and said 
document to said program conditions in accordance with stored criteria relating to said 
program conditions, a module and computer readable program code logic for examining 
said document for conformity to said stipulated documents in accordance with stored 
criteria relating to said required presentation, and where said document is determined to 
be with said required presentation, and said in conformity credit and said document in 
compliance with said program conditions, and a module and computer readable 
program code logic for at least one of paying, accepting, and negotiating said credit with 
no or limited recourse to said issuing bank for discrepancies in said document (p.2, 26; 
p.3, 33 to p.4, 35; and p.7, 50); and where said document is determined to be 
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discrepant, a module and computer readable program code logic for requesting a 

waiver-of-the discrepancy^ 

conditions, and where said waiver is obtained, a module and computer readable 
program code logic for at least one of paying, accepting, and negotiating said credit with 
no or limited recourse to said issuing bank for other discrepancies in said document, or 
where not obtained, a module and computer readable program code logic for disposing 
of said document as provided in said program conditions without at least one of 
payment, acceptance, and negotiation. Narayan is silent with regard to the nominated 
bank and said issuing bank have agreed to program conditions pursuant to which said 
nominated bank, based upon its own examination of said document and before said 
document is forwarded to, received, and accepted by the issuing bank, will at least one 
of pay, accept, and negotiate said credit with no or limited recourse to said issuing bank 
for discrepancies is said document, said nominated bank examining said document for 
conformity to stipulated documents specified in said credit, and where said document is 
determined to be in conformity with said stipulated documents, and where provided in 
said program conditions, said nominated bank at least one of paying, accepting, and 
negotiating said credit with no or limited recourse to said issuing bank for discrepancies 
in said document; credit being restricted for negotiation to an office maintained by said 
nominated bank; credit is not restricted for negotiation to an office maintained by said 
nominated bank, and wherein said nominated bank is designated as a reimbursing 
bank, further comprising at least one intermediary bank receiving said document, and 
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said intermediary bank forwarding said document to said nominated bank for at least 
one Qf-examination^paymentraceeptaneerandneg — 
said credit; said document is determined to be discrepant, further comprising requesting 
a waiver of the discrepancy from said issuing bank as provided in said program 
conditions, and where said waiver is obtained, said nominated bank at least one of 
paying, accepting, and negotiating said credit with no or limited recourse to said issuing 
bank for other discrepancies in said document, or where not obtained, said nominated 
bank disposing of said document as provided in said program conditions without at least 
one of payment, acceptance, and negotiation. Dunlop teaches an online documentary 
letter of credit trade transaction and settlement method and corresponding system and 
computer program product comprising a bank that may act as the issuing bank, advising 
bank, negotiation bank, and reimbursing bank (p.3, 104-1 12) having the capability of 
performing the function of agreeing to program conditions pursuant to which said 
nominated bank, based upon its own examination of said document and before said 
document is forwarded to, received, and accepted by the issuing bank, will at least one 
of pay, accept, and negotiate said credit with no or limited recourse to said issuing bank 
for discrepancies is said document, said nominated bank examining said document for 
conformity to stipulated documents specified in said credit, and where said document is 
determined to be in conformity with said stipulated documents, and where provided in 
said program conditions, said nominated bank at least one of paying, accepting, and 
negotiating said credit with no or limited recourse to said issuing bank for discrepancies 
in said document; credit being restricted for negotiation to an office maintained by said 
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nominated bank (; credit is not restricted for negotiation to an office maintained by said 

» 

nominated-bankrand-wherein-saidnominate 

bank, further comprising at least one intermediary bank receiving said document, and 
said intermediary bank forwarding said document to said nominated bank for at least 
one of examination, payment, acceptance, and negotiation; nominating bank confirms 
said credit; said document is determined to be discrepant, further comprising requesting 
a waiver of the discrepancy from said issuing bank as provided in said program 
conditions, and where said waiver is obtained, said nominated bank at least one of 
paying, accepting, and negotiating said credit with no or limited recourse to said issuing 
bank for other discrepancies in said document, or where not obtained, said nominated 
bank disposing of said document as provided in said program conditions without at least 
one of payment, acceptance, and negotiation. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to incorporate the 
functions of agreeing to program conditions pursuant to which said nominated bank, 
based upon its own examination of said document and before said document is 
forwarded to, received, and accepted by the issuing bank, will at least one of pay, 
accept, and negotiate said credit with no or limited recourse to said issuing bank for 
discrepancies is said document, said nominated bank examining said document for 
conformity to stipulated documents specified in said credit, and where said document is 
determined to be in conformity with said stipulated documents, and where provided in 
said program conditions, said nominated bank at least one of paying, accepting, and 
negotiating said credit with no or limited recourse to said issuing bank for discrepancies 
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in said document; credit being restricted for negotiation to an office maintained by said 
nominated-bank-(i-eredit-is-not-restricted-fo 

nominated bank, and wherein said nominated bank is designated as a reimbursing 
bank, further comprising at least one intermediary bank receiving said document, and 
said intermediary bank forwarding said document to said nominated bank for at least 
one of examination, payment, acceptance, and negotiation; nominating bank confirms 
said credit; said document is determined to be discrepant, further comprising requesting 
a waiver of the discrepancy from said issuing bank as provided in said program 
conditions, and where said waiver is obtained, said nominated bank at least one of 
paying, accepting, and negotiating said credit with no or limited recourse to said issuing 
bank for other discrepancies in said document, or where not obtained, said nominated 
bank disposing of said document as provided in said program conditions without at least 
one of payment, acceptance, and negotiation, as may be suggested by Dunlop into the 
invention disclosed by Narayan, to protect against loss. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M Hamilton whose telephone number is (703) 
306-5715. The examiner can normally be reached on Tuesday-Thursday (8:30-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number - 
for the organization where this application or proceeding is assigned is 703-872-9306. 



> 
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Information regarding the status of an application may be obtained from the 

Eatent-Application-lnformation-Retrieval-(PAIR-)-system^ Statusinformationfor 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business^Center (EBC) at 866-217-9197 (toll-free). 
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